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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 72-74 and 79-87 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Minekane in view of Azuma, et al. 
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Minekane teaches an automatic chemical analysis apparatus including a plurality 
of separate reagents which are used in a plurality of different analysis reactions. The 
apparatus employs a reaction carousel which includes an annular of reaction cuvettes 
on the outer circumference and a plurality of reagent bottles inside the annular array. 
The apparatus includes a master control unit which includes information concerning 
each sample and different chemical tests to be performed on each sample as well as 
information on the content and location of the reagent bottles, which information has 
been input from "suitable data input means." Column 2, lines 19-34. Minekane 
specifically teaches that information on position and content of the reagent bottles is 
provided on bar codes affixed to the reagent bottles. Column 3, lines 60-65. 
Conventional reagent dispensers transfer reagent from the reagent bottles to the 
reaction cuvettes, and a sample dispenser can be employed to dispense sample into 
the reaction cuvettes. 

Minekane does not teach employing slides instead of cuvettes, and employing 
barcodes on the slides. 

The use of sample slides instead of reaction cuvettes is well known in the art. 
See, for example Azuma, et al. who teach employing chemical analysis elements (11) 
(i.e. sample slides) in an automated chemical analyzer. Azuma, et al. also teach that 
the elements include a barcode (11a) which includes information on the type of test 
being performed on the slide. Column 3, lines 7-35. Azuma, et al. further teach that it is 
more conventional to use slides when employing dry chemical reagents. However, it is 
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clearly appropriate to employ slides instead of cuvettes in order to lessen the amount of 
sample and reagents employed in the test. 

It would have been obvious to one having ordinary skill in the art, to modify the 
apparatus of Minekane to employ slides with bar codes in place of the reaction cuvettes 
in order to minimize sample size, as well as employ dry chemistries. Such use of dry 
chemistries would not eliminate the use of reagent bottles, as other liquids, such as 
sample and wash liquids would still need to be provided to the slides. With respect to 
the barcodes, these would be considered "suitable data input means" as discussed in 
Minekane. 

Terminal Disclaimer 

The terminal disclaimer filed on February 2, 2004 disclaiming the terminal portion 
of any patent granted on this application which would extend beyond the expiration date 
of U.S. patent no. 6,352,861 has been reviewed and is accepted. The terminal 
disclaimer has been recorded. 

Allowable Subject Matter 

Claims 92-98 are allowed. 

Claims 75-78 and 88-91 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: The prior art does not teach, nor fairly suggest, reading identifying information 
from a bar code on the slide to determine whether or not reagent should be dispensed 
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onto the slide, relative movement between the slide support and reagent containers or 
mechanical actuation of the reagent containers within a method of dispensing reagents 
onto a slide substantially as claimed in the instant claims. 

Response to Arguments 

Applicant's arguments filed February 2, 2004 have been fully considered but they 
are not persuasive. Applicant argues there is no teaching to combine the references 
and that one of ordinary skill would not have been motivated to look to the secondary 
reference, as it is a very different method. Examiner disagrees. Both references are 
directed to automatic chemical analyzers, which are indeed, the same field of endeavor. 
As to suggestion for combining references, the examiner has supplied such. No such 
suggestion need come directly from the references. One of ordinary skill in the art has 
some knowledge of problems and solutions and would be so motivated to look to similar 
art to find solutions for problems in dispensing in chemical analyzers. 

Applicant further argues that the combined teachings do not provide for 
dispensing on a slide, as Azuma teaches a measuring element, not a slide. Examiner 
takes the position that the measuring element of Azuma is a slide, as slide is 
understood to one of ordinary skill in the analytical chemistry art. 

Applicant argues that neither reference determines if a reagent should be 
dispensed by using identifying information from the slide. Again, examiner disagrees. 
Position of the slide or cuvette is information from the slide or cuvette used to dispense 
reagents and sample. Both Minekane and Azuma teach reading positional information 
from the slide or cuvette. 
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Conclusion 



THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication should be directed to Jill A. Warden 
at telephone number (571) 272-1267. 




